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DETAILED ACTION 
Status of Claims 

1. Applicant has canceled claims 3 and 5-6 and amended claims 1,4, 9, and 17. Claims 18- 
19 have been added. Thus, claims 1-2, 4, and 7-19 are pending and are presented for 
examination. 

Claim Objections 

2. Claims 1, 4, and 17 are objected to because of minor informalities. Appropriate 
correction is required. 

3. As per claim 1, the term "senders" should be changed to "sender's" in line 12. 

4. As per claim 4, the term "changed" should be changed to "charged" in line 5. 
Appropriate correction is required. 

5. As per claim 17, "a" should be changed to "an" in line 2. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 9 and 1 1-16 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

8. Claim 9 recites "a second carrier's postage" in line 5. It is unclear if "a second carrier's 
postage" is the same amount charged by the sender's meter for the second carrier as stated in 
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claim 1 . The Examiner interprets "a second carrier's postage" (claim 9) to be the same amount 
as the postage charged for the second carrier as stated in claim 1 . 

9. Claim 1 1 recites the limitation "the amount of business reply mail" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

10. Claim 16 recites the limitation "the total amount" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 1-2, 4, 7-11, and 18-19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Leon, U.S. Publication No. 2004/0064422 in view of Schwartz et al., U.S. Publication No. 
2002/0073040. 

13. As per claim 1, Leon teaches a method for paying for international business reply mail 
that is processed by a second carrier located in a second country and a first carrier located in a 
first country, comprising the steps of: charging a sender's meter located in the first country for 
postage that is due to the carrier for processing business reply mail that is deposited by a 
recipient with the carrier (Leon: paragraphs 0031, 0101 and 0108); charging a sender's meter 
located in the first country for postage that is due to the carrier for business reply mail that is 
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received from the carrier and delivered to a party located in the first country (Leon: paragraphs 
0031, 0101 and 0108); paying the carrier the amount charged to the sender's meter for the 
carrier's postage (Leon: paragraphs: 0052 and 0081, "postal service account is credited"). 

14. Leon does not teach a second carrier, a second country, and paving the second carrier the 
amount charged to the sender's meter for the second carrier postage . 

15. Schwartz teaches FedEx is a second carrier that may be used in the mailing system and 
method (Schwartz: Figure 7, paragraphs 0010-001 1, "FedEx" is a second courier different from 
the postal authority.). Schwartz further teaches paying the second carrier the amount charged to 
the sender's meter for the second carrier postage (Schwartz: paragraphs 0010 and 0059). 
Schwartz does not teach sending mail between two countries (a second country) . However, 
Official Notice is taken that it was old and well known in the art of the shipping industry that 
FedEx is an international shipping carrier that regularly ships between different countries. It 
would have been obvious to have modified Schwartz to include the teachings of Official Notice 
because shipping to multiple countries allows businesses to interact globally, that is, on a much 
larger scale than domestically. 

16. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Leon to have included a second carrier and 
paying the second carrier the amount charged to the sender's meter for the second carrier postage 
as taught by Schwartz for the advantage of providing a method that enables the efficient 
shipment of international mail. 

17. As per claim 2, Leon in view of Schwartz teaches the method of claim 1 as described 
above. Leon further teaches the party is the sender (Leon: paragraph 0031). 
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18. As per claim 4, Leon in view of Schwartz teaches the method of claim 1 as described 
above. Leon further teaches printing on the business reply mail an indication of the amount of 
postage charged to the sender's meter for the carrier's postage (Leon: paragraph 0070, "machine- 
readable portion 65", Figure 4, "65 reply", and paragraph 0099). Leon does not teach printing an 
indication of the amount of postage charged for the second carrier's postage . 

19. Schwartz teaches printing an indication of the amount of postage charged for the second 
carrier's postage (Schwartz: Figure 7, "708" and paragraphs 0010-001 1 and 0059). 

20. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Leon in view of Schwartz to have included 
printing an indication of the amount of postage charged for the second carrier's postage as taught 
by Schwartz for the advantage of creating a record of the dues owed to a particular carrier 
(Schwartz: paragraphs 0059-0060). 

21 . As per claim 7, Leon in view of Schwartz teaches the method of claim 1 as described 
above. Leon further teaches delivering an item containing the international business reply mail 
from a sender located in the first country to a recipient (Leon: paragraphs 0031, 0105, and 0107). 
Leon does not teach the second country . 

22. Schwartz teaches FedEx is a second carrier that may be used in the mailing system and 
method (Schwartz: Figure 7, paragraphs 0010-001 1, "FedEx" is a second courier different from 
the postal authority.). Official Notice is taken that it was old and well known in the art of the 
shipping industry that FedEx is an international shipping carrier that regularly ships between 
different countries, i.e. a second country . It would have been obvious to have modified Schwartz 
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to include the teachings of Official Notice because shipping to multiple countries allows 
businesses to interact globally, that is, on a much larger scale than domestically. 

23. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Leon in view of Schwartz to have included a 
second country as taught by Schwartz and Official Notice for the advantage of providing a 
method that enables the efficient shipment of international mail. 

24. As per claim 8, Leon in view of Schwartz teaches the method of claim 7 as described 
above. Leon further teaches charging the sender's meter for delivering the item (Leon: 
paragraphs 0031, 0101, 0108, 0112, and 0122); 

25. As per claim 9, Leon in view of Schwartz teaches the method of claim 8 as described 
above. Leon further teaches printing on the item an indication of the amount of postage charged 
to the sender's meter for the carrier's postage (Leon: paragraph 0070, "machine-readable portion 
65", Figure 4, "65 reply", and paragraph 0099). Leon does not teach printing an indication of the 
amount of postage charged for a second carrier's postage . 

26. Schwartz teaches printing an indication of the amount of postage charged for the second 
carrier's postage (Schwartz: Figure 7, "708" and paragraphs 0010-001 1 and 0059). 

27. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Leon in view of Schwartz to have included 
printing an indication of the amount of postage charged for a second carrier's postage as taught 
by Schwartz for the advantage of creating a record of the dues owed to a particular carrier 
(Schwartz: paragraphs 0059-0060). 
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28. As per claim 10, Leon in view of Schwartz teaches the method of claim 7 as described 
above. Leon further teaches paying the carrier the amount charged to the sender's meter for 
delivering the item (Leon: paragraphs 0031 and 0033, "debits the mailer's account for postage"). 
Leon does not teach paving the second carrier the amount charged . 

29. Schwartz teaches paying the second carrier the amount charged (Schwartz: paragraph 
0010). 

30. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Leon in view of Schwartz to have included 
paving the second carrier the amount charged as taught by Schwartz for the advantage of 
compensating a carrier for services rendered to a sender. 

31 . As per claim 1 1 , Leon in view of Schwartz teaches the method of claim 7 as described 
above. Leon further teaches indicating on the item the amount of business reply mail that may 
be returned to the sender (Leon: Figure 4 and paragraph 0099 - The Examiner interprets the 
reply segment 75 to indicate that one business reply mail response may be returned to the 
sender). 

32. As per claim 1 8, Leon in view of Schwartz teaches the method of claim 1 as described 
above. Leon further teaches the sender's meter is a postage meter (Leon: Figure 6 and paragraph 
0112). 

33. As per claim 19, Leon in view of Schwartz teaches the method of claim 1 as described 
above. Leon further teaches printing a country indicia on the business reply mail to indicate the 
amount of postage due to the carrier (Leon: paragraph 0070, "machine-readable portion 65", 



Application/Control Number: 1 0/674, 133 Page 8 

Art Unit: 3628 

Figure 4, "65 reply", and paragraph 0099). Leon does not teach printing second country indicia 
on the mail to indicate the amount of postage due to the second carrier , 

34. Schwartz teaches printing a second carrier indicia on the mail to indicate the amount of 
postage due to the second carrier (Schwartz: Figure 7, "708" and paragraphs 0010-001 1 /'FedEx" 
and 0059). Schwartz does not teach a second country indicia . However, Official Notice is taken 
that it was old and well known in the art of the shipping industry that FedEx is an international 
shipping carrier that regularly ships between different countries. Therefore, the Examiner 
interprets the FedEx indicia (Schwartz: Figure 7, "708") to be the second country indicia. It 
would have been obvious to have modified Schwartz to include the teachings of Official Notice 
because shipping to multiple countries allows businesses to interact globally, that is, on a much 
larger scale than domestically. 

35. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Leon in view of Schwartz to have included 
printing a second carrier indicia on the mail to indicate the amount of postage due to the second 
carrier as taught by Schwartz for the advantage of creating a record of the dues owed to a 
particular carrier (Schwartz: paragraphs 0059-0060). 



36. Claims 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Leon, U.S. 
Publication No. 2004/0064422 in view of Schwartz et ah, U.S. Publication No. 2002/0073040 
and further in view of Walker et aL, U.S. Patent No. 6,978,248. 
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37. As per claim 12, Leon in view of Schwartz teaches the method of claim 1 1 as described 
above. Leon in view of Schwartz does not teach determining an expected business reply 
response factor for the business reply mailing . 

38. Walker teaches determining an expected business reply response factor for the business 
reply mailing (Walker: column 11, lines 49-52, "response rate"). 

39. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Leon in view of Schwartz to have included 
determining an expected business reply response factor for the business reply mailing as taught 
by Walker for the advantage of providing an efficient and cost effective way of testing, selecting, 
and creating a mailing list that is appropriate to a business's needs (Walker: column 12, lines 20- 
23). 

40. As per claim 1 3, Leon in view of Schwartz and further in view of Walker teaches the 
method of claim 12 as described above. Leon further teaches determining a cost of mailing the 
expected business reply responses (Leon: paragraphs 0031, 0101 and 0108 - The Examiner 
notes, charging the mailer suggests the prior step of determining a cost of mailing.). 

41. As per claim 1 4, Leon in view of Schwartz and further in view of Walker teaches the 
method of claim 13 as described above. Leon further teaches charging the sender's meter for the 
cost of mailing the expected business reply responses (Leon: paragraphs 0031, 0101, 0108, 01 12, 
and 0122). 



42. Claims 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Leon, U.S. 
Publication No. 2004/0064422 in view of Schwartz et al., U.S. Publication No. 2002/0073040 
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and in view of Walker et al., U.S. Patent No. 6,978,248 and further in view of Baer et al., U.S. 
Patent No. 4,999,481. 

43. As per claim 1 5, Leon in view of Schwartz and further in view of Walker teaches the 
method of claim 14 as described above. Leon in view of Schwartz teaches international business 
reply mail and the first and second carriers as described above. Leon in view of Schwartz and 
further in view of Walker does not teach counting the number of mail processed . 

44. Baer teaches counting the number of mail processed (Baer: column 5, lines 48-50 and 
column 6, lines 42-44). 

45. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Leon in view of Schwartz and further in 
view of Walker to have included counting the number of mail processed as taught by Baer for 
the advantage of maintaining a record for a batch of mail (Baer: column 6, lines 56-60). 

46. As per claim 1 6, Leon in view of Schwartz in view of Walker and further in view of Baer 
teaches the method of claim 15 as described above. Leon in view of Schwartz teaches 
international business reply mail and the first and second carriers as described above. Leon in 
view of Schwartz and further in view of Walker does not teach determining the total amount of 
postage due for the counted mail . 

47. Baer teaches determining the total amount of postage due for the counted mail (Baer: 
column 4, lines 63-68 - column 5, lines 1-9). 

48. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Leon in view of Schwartz in view of Walker 
and further in view of Baer to have included determining the total amount of postage due for the 
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counted mail as taught by Baer for the advantage of maintaining a record for a batch of mail 
(Baer: column 6, lines 56-60). 

49. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Leon in view of 
Schwartz and further in view of Fredman, U.S. Patent No. 6,526,393. 

50. As per claim 17, Leon in view of Schwartz teaches the method of claim 7 as described 
above. Leon in view of Schwartz teaches international business reply mail as described above. 
Leon in view of Schwartz does not teach indicating on the mail an expiration date that the 
sender's meter will be charged for processing specific batches of mail . 

5 1 . Fredman teaches indicating on the mail an expiration date that the sender's meter will be 
charged for processing specific batches of mail (Fredman: Figure 1 and column 2, lines 17-19). 

52. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Leon in view of Schwartz to have included 
indicating on the mail an expiration date that the sender's meter will be charged for processing 
specific batches of mail as taught by Fredman for the advantage of providing an important 
incentive to facilitate and increase a recipient's rate of response (Fredman: column 2, lines 38- 
40). 

Conclusion 

53. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Critelli et al., U.S. Publication No. 2003/0093389, drawn to a method to account for 
domestic and international mail fees, www.fedex.com/us/about/corporation , drawn to FedEx as 
an international carrier. 
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The Examiner has cited particular portions of the references as applied to the claims 
above for the convenience of the applicant. Although the specified citations are representative of 
the teachings in the art and are applied to the specific limitations within the individual claim, 
other passages and figures may apply as well. It is respectfully requested that the Applicant, in 
preparing the responses, fully consider the references in entirety as potentially teaching all or 
part of the claimed invention, as well as the context of the passage as taught by the prior art or 
disclosed by the Examiner. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric Liou whose telephone number is 571-270-1359. The 
examiner can normally be reached on Monday - Friday, 8:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on 571-272-6708. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. / 




